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Opinion by Larkin, Administrative Trademark Judge:

PTM Guard, SIA! seeks registration on the Principal Register of the claimed

trademark and service mark shown below

1 The original applicant was Prokapital Management, SIA, a Latvian limited liability
company. On November 19, 2020, ownership of the underlying International Registration
discussed below was changed to Pranamat Holding, SIA, and on April 29, 2021, after the
appeal was instituted, Pranamat Holding, SIA filed a name change to PTM Guard, SIA. We
will refer to all three companies as “Applicant.”
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for the following goods and services:

Acupressure mats; massage apparatus and instruments;
foot massagers; manual massage instruments; back
massage apparatus; non-electric massage apparatus;
massage apparatus for medical purposes; pillows for
therapeutic use, namely, acupressure pillows; acupuncture
equipment, instruments and apparatus; non-electric
acupuncture instruments; apparatus for the stimulation of
acupuncture points; acupuncture needles; acupressure
apparatus; apparatus for acupressure therapy; orthopedic
cushions; orthopedic foot cushions; air cushions for medical
purposes; padded cushions for medical purposes;
acupressure pillows in International Class 10;

Pillows; stuffed pillows; cushions; soft furnishings in the
nature of cushions; seat cushions in International Class 20;

Carpets; rugs; floor mats and matting in the nature of
gymnastic mats and personal exercise mats in
International Class 27; and

Retail store services and online retail store services
featuring bedding, pillows, cushions, medical instruments,
acupressure mats, acupressure pillows, physical therapy
equipment, and massage apparatus, appliances and
instruments in International Class 35.2

2 Application Serial No. 79248407 was filed on September 10, 2018 under Section 66(a) of the
Trademark Act, 15 U.S.C. § 1141f, to extend the protection of International Registration No.
1441500 to the United States. The claimed mark is described as follows: “The mark consists
of a three-dimensional configuration comprising a stylized lotus flower.” Color is not claimed
as a feature of the mark.
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The Examining Attorney has refused registration of Applicant’s claimed mark on
the grounds that (1) as to the goods in Classes 10, 20, and 27, the claimed mark
consists of a nondistinctive product design that has not acquired distinctiveness
under Section 2(f) of the Trademark Act, 15 U.S.C. § 1052(f); and (2) as to the services
in Class 35, the claimed mark fails to function as a mark under Sections 1, 2, 3, and
45 of the Trademark Act, 15 U.S.C. §§ 1051, 1052, 1053, and 1127.

When the Examining Attorney made the refusals final, Applicant appealed and
requested reconsideration, which was denied. Applicant and the Examining Attorney
have filed multiple briefs on the long and winding road that has led to our door for
final decision.? We affirm both refusals to register.

I. Prosecution and Procedural History, and Record on Appeal*

We discuss the prosecution history of the application and the procedural history
of the appeal in detail below because they provide necessary background to our

resolution of the merits of the refusals.®

3 Citations in this opinion to the briefs and other materials in the appeal docket refer to
TTABVUE, the Board’s online docketing system. See New Era Cap Co. v. Pro Era, LLC, 2020
USPQ2d 10596, at *2 n.1 (TTAB 2020). The number preceding TTABVUE corresponds to the
docket entry number, and any numbers following TTABVUE refer to the page(s) of the docket
entry where the cited materials appear. We discuss the multiple briefs below in our summary
of the prosecution history of the application and the procedural history of the appeal.
Applicant’s operative appeal brief appears at 9 TTABVUE and its supplemental brief appears
at 20 TTABVUE. The Examining Attorney’s briefs appear at 11 TTABVUE and 22
TTABVUE.

4 Citations in this opinion to the application record, including the request for reconsideration
and its denial, are either to pages in the Trademark Status and Document Retrieval (“T'SDR”)
database of the United States Patent and Trademark Office (“USPTO”), or to TTABVUE
pages with respect to evidence made of record through Applicant’s remand request on appeal,
discussed below.

5 In something of an understatement, the Examining Attorney notes in the final brief that
“[t]here have been several Office actions over a period of multiple years in this case.” 20
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As noted above, Prokapital Management, SIA filed the involved application on
December 27, 2018 to extend the protection of its International Registration No.
1441500 to the United States. The Examining Attorney issued an Office Action in
which he requested Applicant to clarify whether it was seeking registration of “(1) a
two-dimensional design mark that is not trade dress; or (2) a three-dimensional mark
that is trade dress for the product design (i.e., the configuration or shape of the goods
themselves), product packaging (i.e., the container in which the goods are sold), or a
specific design feature of the product design or packaging.”¢ The Examining Attorney
also requested an accompanying amendment to the description of the claimed mark,
and amendments to the identifications of goods.” Applicant responded to the Office
Action by amending its identifications of goods and by describing its claimed mark as
consisting “of a rounded hexagonal design with several bottle-shaped protrusions
sprouting up along the exterior edge and throughout the interior of the design.”8

The Examining Attorney issued an Office Action in which he accepted Applicant’s
amendments to its identification of goods, continued and maintained the request for
a description of the claimed mark, issued a refusal to register as to Classes 10, 20,

and 27 on the ground that the “applied-for mark consists of a nondistinctive product

TTABVUE 8 n.2. “We acknowledge the unusual and extensive prosecution history of this
application, which includes [eight] Office Actions,” but “while the USPTO strives for
efficiency in the examination of applications, it is more important that examination be correct
than swift.” In re Larian, 2022 USPQ2d 290, at *2 n.3 (TTAB 2022).

6 January 15, 2019 Office Action at TSDR 1.
71Id.
8 April 18, 2019 Response to Office Action at TSDR 1.

- 4-
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design or nondistinctive features of a product design that is not registrable on the
Principal Register without sufficient proof of acquired distinctiveness,”® issued a
refusal to register as to Class 35 on the ground that the applied-for mark “does not
function as a service mark to identify and distinguish applicant’s services from those
of others and to indicate the source of applicant’s services,”!9 and issued requests for
information pursuant to Rule 2.61(b) of the Trademark Rules of Practice, 37 C.F.R.
§ 2.61(b), regarding the mark and goods, and the function of the goods.!!

Applicant responded to the Office Action by stating that the “refusals are both
premature and inappropriate,”'? presumably because the application was filed
pursuant to Section 66(a). In response to the Examining Attorney’s requests for
information, Applicant stated that the “goods of the mark are specified within the
application and the functions are apparent.”!3

The Examining Attorney issued a subsequent non-final Office Action in which he
stated that Applicant had responded to the prior Office Action “by providing
insufficient and incomplete responses to the request for information,”'4 and continued

and maintained the previous refusals to register.!> He also issued a specific set of

9 May 8, 2019 Office Action at TSDR 1.

10 Jd. The Examining Attorney referred to a specimen of use, but because this is a Section
66(a) application, there was no specimen of record.

11 Id.

12 July 19, 2019 Response to Office Action at TSDR 1.
13 Id.

14 August 7, 2019 Office Action at TSDR 1.

15 Id.
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requests for information under Trademark Rule 2.61(b) regarding Applicant’s use of
the mark anywhere in the world, sale of any of the goods identified in the application
anywhere in the world, and offering of the services identified in the application
anywhere in the world.1¢ Applicant’s response to this Office Action was perfunctory,
as it did not address any of the issues raised by the Examining Attorney. It stated
merely that the “application is for a two-dimensional mark which Applicant intends
to use as a source indicator (on a hang-tag, product packaging or similar).”17

The Examining Attorney issued another non-final Office Action in which he again
stated that Applicant “provid[ed] insufficient and incomplete responses to the request
for information.”’® He withdrew the nondistinctive product design refusal, but
continued and maintained the information requirement and failure-to-function
refusal, and issued a new refusal that the claimed purported two-dimensional mark
was merely descriptive of the identified goods under Section 2(e)(1) of the Trademark
Act, 15 U.S.C. § 1052(e)(1), because a “picture or design that consists merely of an
illustration of the goods, or of an article that is an important feature or characteristic
of the goods and services is merely descriptive . . . the same as merely descriptive
wording.”!® The Examining Attorney made of record Internet webpages that he
claimed show that a “rounded design with several bottle-shaped protrusions merely

depicts an important feature or characteristic of acupuncture mats, acupressure

16 Id.

17 August 9, 2019 Response to Office Action at TSDR 1.
18 September 9, 2019 Office Action at TSDR 1.

19 Id.
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pillows, floor mats, and the retail sale of these products.”2° The Examining Attorney
also issued a new failure-to-function refusal.?!

Applicant responded to this Office Action by stating that its claimed mark consists
of “a three-dimensional configuration comprising a stylized lotus flower,”22 and by
arguing that its claimed mark, as so described, had acquired distinctiveness.23
Applicant made of record the declaration of Vladimirs Grigorenko,?¢ who identified
himself as a Member of Prokapital Management, SIA, First V. Grigorenko Decl. 9 1,25
and purported Exhibits A-J thereto.26

The Examining Attorney responded by reasserting the refusal based on
nondistinctive product design and rejecting Applicant’s claim of acquired
distinctiveness under Section 2(f).27 He also maintained and continued the failure-to-

function refusal and the refusal based on the earlier requests for information.28 He

20 Id. at TSDR 1-13.

21 Id. at TSDR 1.

22 March 9, 2020 Response to Office Action at TSDR 1.
23 Id.

24 Jd. at TSDR 2-72. As discussed below, Applicant filed two declarations of Vladimirs
Grigorenko, both of which were executed on March 6, 2020, and a declaration of Deniss
Grigorenko, which was executed on April 23, 2021.

25 In his second declaration, Vladimirs Grigorenko identified himself as a “Member of the
Board of Prokapital Management, SIA.” Second V. Grigorenko Decl. § 1.

26 Although Applicant used exhibit letter designations in the bodies of the three declarations,
we could not locate corresponding letters on the hundreds of pages of attachments to the
three declarations. This made the review of the attachments unnecessarily difficult.

27 March 31, 2020 Office Action at TSDR 1.
28 [d.
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made of record Internet webpages that he claimed show that “the applied-for mark is
highly nondistinctive of applicant’s goods.”29

Applicant responded to the Office Action by arguing that its claimed mark was not
functional within the meaning of Section 2(e)(5) of the Trademark Act, a position not
asserted by the Examining Attorney.30 Applicant also argued that its acquired
distinctiveness showing was sufficient.3! Applicant made of record a copy of its U.S.
Design Patent No. D879,314 for the ornamental design for a massage appliance,32
and the second declaration of Vladimirs Grigorenko containing some modifications
and some different exhibits and exhibit designations from his first declaration.33

The Examining Attorney then issued an Office Action making final the refusals
that the claimed trademark was nondistinctive product design that had not acquired
distinctiveness for the goods in Classes 10, 20, and 27 and that the claimed service
mark failed to function as a mark for the services in Class 35.3¢ The Examining

Attorney made of record Internet webpages that he claimed show that Applicant’s

29 Id. at TSDR 1-13.

30 September 30, 2020 Response to Office Action at TSDR 2-19.
31 Id. at TSDR 19.

32 Id. at TSDR 20-39.

33 Id. at TSDR 40-109.

34 October 23, 2020 Final Office Action at TSDR 1. The Examining Attorney again referred
to a “specimen,” which was not present in this Section 66(a) application, but there was record
evidence of Applicant’s use of the claimed mark in commerce.

. 8-
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claimed trademark was “highly nondistinctive of applicant’s goods,”35 and social
media pages regarding Applicant’s goods.3¢

Applicant appealed and simultaneously filed a Request for Reconsideration with
more than 450 pages of arguments and evidence.3” Applicant made of record the
declaration of Deniss Grigorenko, who identified himself as “a Member of PTM
Guard, SIA (formerly Pranamat Holdings, SIA),” D. Grigorenko Decl. § 1, and
purported Exhibits A-J thereto.3® The Deniss Grigorenko declaration is very similar
In substance to the two Vladimirs Grigorenko declarations, but it contains some
updated figures and what appear to be some additional exhibits and other images.39

The Examining Attorney denied Applicant’s Request for Reconsideration, stating
that Applicant’s new evidence was insufficient to show that its claimed trademark
had acquired distinctiveness.4? The Examining Attorney made of record additional

Internet webpages that he claimed show that Applicant’s “use of the mark is far from

3 Id. at TSDR 1-23, 27-28.

36 Id. at TSDR 24-26.

37 April 23, 2021 Request for Reconsideration at TSDR 1-469.
38 Id. at TSDR 16-469.

39 Applicant appears to rely on appeal solely on the Deniss Grigorenko declaration, which it
describes as the “Updated Declaration of Acquired Distinctiveness,” 9 TTABVUE 6, but we
will also consider the earlier declarations of Vladimirs Grigorenko to the extent that they are
probative on Applicant’s acquired distinctiveness claim. We will cite the three declarations
by paragraph number (e.g., “D. Grigorenko Decl. § 4”) and TSDR pages (e.g., “April 23, 2021
Request for Reconsideration at TSDR at 16-17”). In addition to not having visible exhibit
designations, many pages of the attachments to the declarations are blank or have a title but
no content, or are reproduced numerous times. These features of the declarations made the
record unnecessarily large and difficult to review. “A larger record is not necessarily a better
record,” Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 USPQ2d 1341, 1344 n.5 (TTAB 2013),
and a larger record is certainly not better when it is the result of sloppiness and redundancy.

40 May 21, 2021 Denial of Request for Reconsideration at TSDR 1.

. 9.
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exclusive and that consumers are accustomed to encountering lotus flower product
designs on goods like those identified by applicant.”4!

The appeal was then resumed, 6 TTABVUE 1, and Applicant filed its appeal brief.
7 TTABVUE. Applicant attached to its appeal brief more than 1,600 pages of
materials, including the three declarations and attachments. Id. at 40-1,689. The
Board rejected Applicant’s brief on the ground that it exceeded the applicable page
limits, 8 TTABVUE 1-2, and Applicant was granted 15 days to file a conforming brief.
Id. at 2. The body of Applicant’s “Updated Appeal Brief” was shorter, 9 TTABVUE 3-
18, but Applicant still attached more than 1,600 pages of materials to it. Id. at 19-
1,691.42

In his brief, the Examining Attorney objected to consideration of Applicant’s
“Updated Appeal Brief” on the ground that it “merely moved content from the body
of the original brief to an exhibit in an attempt to circumvent the page limitations set
by the Board.” 11 TTABVUE 5. He argued that “[a] comparison of applicant’s July 26,
2021 brief and August 11, 2021 ‘updated brief indicates that applicant merely took

the content on pages 5-26 of its original brief and repurposed it as an exhibit (namely,

41 Id. at TSDR 1-30.

42 As discussed above, Applicant attached numerous materials to all of its briefs. The Board
strongly discourages this practice. “Parties to Board cases occasionally seem to be under the
impression that attaching previously-filed evidence to a brief and citing to the attachments,
rather than to the original submission is a courtesy or a convenience to the Board. It is
neither. When considering a case for final disposition, the entire record is readily available
to the panel. Because we must determine whether attachments to briefs are properly of
record, citation to the attachment requires examination of the attachment and then an
attempt to locate the same evidence in the record developed during the prosecution of the
application, requiring more time and effort than would have been necessary if citations
directly to the prosecution history were provided.” In re Michalko, 110 USPQ2d 1949, 1950-
51 (TTAB 2014).

- 10 -
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‘Exhibit A’) of its ‘updated brief.” Id. at 6 (citing 7 TTABVUE 7-28; 9 TTABVUE 19-
41).48
The Examining Attorney also objected to certain of the materials attached to the

briefs in the form of “websites labelled “Third party use’ in five separate attachments
and . . . screenshots from these websites [added] into the body of its brief,” which the
Examining Attorney stated appeared “to consist of updated links to websites
previously cited by the examining attorney.” Id. (citing 7 TTABVUE 7-30, 157-667; 9
TTABVUE 19-41, 726-1237). The Examining Attorney argued that Applicant

1s attempting to enter into the record new screenshots and

1images from websites properly introduced into evidence by

the examining attorney during prosecution primarily for

the purpose of showing that some of the links are now

inactive and also for the purpose of arguing that some of

the lotus flower configurations in the evidence are different
than applicant’s lotus flower configuration.

Id. (citing 7 TTABVUE 7-30; 9 TTABVUE 19-41). The Examining Attorney concluded
that “the attachments labelled “Third party use’ added as exhibits to applicant’s briefs
as well as the screenshots from the webpages in these attachments that appear in the
body of the original brief constitute evidence that has been untimely submitted after
appeal and should not be considered by the Board.” Id.

Finally, with respect to the attachments to Applicant’s briefs generally, “[t]o the

extent that these attachments comprise or contain evidence not previously made of

43 We overrule the Examining Attorney’s objections to our consideration of Applicant’s
“Updated Appeal Brief” to the extent that they are directed to the body of the brief, and we
will exercise our discretion to consider the arguments in the brief notwithstanding any non-
conformity of the body of the brief to the applicable rules. See Hole in 1 Drinks, Inc. v. Lajtay,
2020 USPQ2d 10020, at *2 (TTAB 2020). We will refer to this “updated” brief simply as
Applicant’s “appeal brief.” We address the attachments to the appeal brief below.

- 11 -
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record, the [E]xamining [A]ttorney object[ed] to the consideration on the basis that
the exhibits constitute evidence that has been untimely submitted.” Id. at 8. The
Examining Attorney made his arguments “in the alternative for the purpose of
addressing arguments made in applicant’s briefs in the event that the Board decides
to consider one of the briefs.” Id. at 6 n.3.

Applicant responded to the Examining Attorney’s objections to Applicant’s briefs
in a filing captioned “Applicant’s Reply To Examining Attorney’s Appeal Brief With
Request To Suspend The Appeal And Remand Application For Further
Examination,”#4 in which filing Applicant argued that its “Updated Appeal Brief” was
within the applicable page limitations, 12 TTABVUE 3-5, and that the “new” evidence
objected to by the Examining Attorney was simply a collection of updated extracts
from webpages made of record by the Examining Attorney during prosecution that
were intended to show that the “Examining Attorney’s extracts should not be
considered because, among other reasons, 23 URLs provided by the examining
attorney are no longer resolves [sic] to an active webpage and have no probative
value,” id. at 5, or to show a clear image of the massage element in the websites made
of record by the Examining Attorney. Id. at 6. Applicant also requested “to make
current links to websites previously cited by the examining attorney of record and
remand the application to the Examining Attorney to review current links to websites

previously cited in refusals referencing use of various massage elements by third

4 In its “Reply” brief, “Applicant respond[ed] to evidentiary issues listed in [the] Examining
Attorney’s Appeal Brief,” 12 TTABVUE 2, and did not directly address the merits of the
refusal.

- 12-
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parties and consider their applicability” with respect to the “attachments labelled
‘Third Party Use’ and ‘Exhibit A’ submitted with Applicant’s Updated Brief.” Id. at 6-
543.

The Board granted Applicant’s request to remand and suspended the appeal to
allow the Examining Attorney to review the new evidence. 12 TTABVUE 1. On
remand, the Examining Attorney found that Applicant’s evidence regarding the
unavailability of certain links was unpersuasive because “the transient nature of the
internet makes the fact that webpages may have changed over a three year period of
little probative value” and that Applicant’s “added evidence does not alter the
examining attorney’s determination that applicant has presented insufficient
affirmative evidence to meet its burden of showing acquired distinctiveness.”5 The
Examining Attorney made of record what he described as additional Internet
evidence that “further shows that lotus flower configurations remain ubiquitous in
the marketplace.”46

The Board then resumed the appeal and granted Applicant 60 days in which to
file its appeal brief. 17 TTABVUE 1. Applicant then filed “Applicant’s Motion To Rule
On The Issue On A Page Limit Excess In Applicant’s Prior Appeal Brief And/Or
Motion For Leave To Exceed Page Limit For Brief On Case,” 18 TTABVUE 1, in which
Applicant asked the Board to rule that a 26-page table of links in Applicant’s prior

briefs “with objections as to why such extracts must be disregarded by the Board,” id.

45 December 13, 2021 Denial of Request for Reconsideration at TSDR 1.
46 Id. at TSDR 1-49.

- 13-
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at 2, would not be counted toward the 25-page limit on Applicant’s appeal brief, id.
at 3, or, alternatively, to grant Applicant leave to exceed the 25-page limit. Id. at 4.

The Board issued an order granting Applicant 30 days in which to file a
supplemental brief “limited to the new issues and evidence raised on remand,” and
denying Applicant’s request to exceed the 25-page limit “[g]iven the limited issues
allowed in the supplemental brief. ...” 19 TTABVUE 1-2. In response, Applicant filed
a supplemental brief whose body was within the 25-page limit, 20 TTABVUE 2-15,
but which had attached to it numerous additional webpages accessed on February 22,
2022. Id. at 16-101. The Examining Attorney then filed a brief addressed to the new
issues and evidence raised on remand. 22 TTABVUE 1-9.

II. Evidentiary Issues

Before turning to the merits of the refusals, we must address evidentiary issues
raised by Applicant in its briefs.

In its appeal brief, Applicant argues that “out of extracts from 60 website pages
provided by the examining Attorney” during prosecution, “23 are currently inactive
or have no reference to any relevant products at all.” 9 TTABVUE 8. Exhibit A to
Applicant’s appeal brief was a table addressing the status of the 60 webpages
submitted by the Examining Attorney during prosecution. Id. at 9-31. Applicant
“provided extracts from these 23 pages and assert[ed] that they have no probative
value.” Id. at 8.

In its supplemental brief, Applicant argues that on remand the Examining

Attorney “submitted extracts from 48 websites” and that the Examining Attorney

- 14 -
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“may not use the remand in order to submit evidence that is not the subject of the
remand request.” 20 TTABVUE 3 (citing TRADEMARK TRIAL AND APPEAL BOARD
MANUAL OF PROCEDURE (“TBMP”) Section 1209.04 and In re Hughes Furniture Indus.
Inc., 114 USPQ2d 1134, 1136 (TTAB 2015)). Applicant argues that its remand request
“was expressly limited to ‘Exhibit A’ submitted with Applicant’s August 11, 2021
Brief,” id., and that the Examining Attorney’s denial of Applicant’s request for
reconsideration on remand “contains extracts from multiple websites, which
previously were not submitted by the examining attorney.” Id. at 4. According to
Applicant, “[s]ince the examining attorney did not file a separate request for remand,
and such evidence was not within the scope of the request for remand, the Board
should disregard such additional evidence.” Id.

Applicant argues in the alternative that the new webpages submitted by the
Examining Attorney “provide very little — if any- probative value for the purposes of
determining [the] scope of third parties’ use of Applicant’s mark . . . as a massage
element for covered goods.” Id. Applicant provides a table of the webpages “showing
extracts of massage elements presented on the websites and Applicant’s short
comments,” id. at 5-12, as well as “extracts from all these URLs submitted by the
Examining Attorney for the Board to review.” Id. at 5. Applicant argues that 23 of
the 48 webpages submitted by the Examining Attorney “are currently inactive or
have no reference to any relevant products at all” based on extracts from the 23 pages
attached to the supplemental brief. Id. at 12. Applicant further argues that out of the

25 remaining webpages, only four were previously made of record by the Examining

- 15-
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Attorney, id., and that the other 21 should be deemed “new” evidence and disregarded
by the Board. Id.47
The Examining Attorney responds in his supplemental brief that the “issues and
evidence raised on remand and, consequently, the scope of the supplemental briefing
allowed in the Board’s January 24, 2022 order are limited to a narrow issue relevant
to applicant’s claim that its lotus flower configuration mark has acquired
distinctiveness under Section 2(f) of the Trademark Act.” 22 TTABVUE 1. The
Examining Attorney argues that after considering the new evidence submitted by
Applicant on remand, he attached “48 examples of third party lotus flower
configurations available online as of December 13, 2021,” id. at 3, the date on which
the Examining Attorney rejected the evidence submitted by Applicant on remand.
The Examining Attorney responds to Applicant’s argument and evidence in its

supplemental brief “that some links to website screenshots provided by the examining
attorney throughout prosecution are now inactive” by arguing that

the Board has long acknowledged the transitory nature of

internet websites and that addresses or hyperlinks may be

modified or deleted at a later date without notification. . .

This is precisely the reason why Examining Attorneys are

required to provide complete information as to the date the

evidence was published or accessed from the Internet, and

its source (e.g., the complete URL address of the website),

and attach this evidence to the Office action. . . Thus,

without any evidence to the contrary, the Internet
printouts submitted by the Examining Attorney

47 Applicant also objects specifically to two of the webpages because they are from Amazon
UK, 20 TTABVUE 13, and generally to the “overwhelming majority of the massage elements”
because they are “strikingly different from Applicant’s Mark.” Id. at 12. We will address these
arguments below in our discussion of Applicant’s claim of substantially exclusive use of its
claimed trademark.

- 16 -
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demonstrate that the submitted website pages were in
existence at the time they were accessed and contained the
information shown in the printouts.

Id. at 4 (citations and quotation marks omitted).

The Examining Attorney cites In re Dakar, Serial No. 87609180 (TTAB Sept. 27,
2019), a non-precedential decision,4® in support of his argument that because the
websites made of record during prosecution were in existence at the time of their
submission, they should be considered by the Board even if they were inactive at the
time of the appeal. 22 TTABVUE 4-5. According to the Examining Attorney,
“Applicant has not contended and cannot correctly contend that the webpages
submitted by the examining attorney during prosecution never existed” and “those
websites existed on the internet at the URL provided by the examining attorney on
the dates provided” and “the lotus flower configurations shown on those websites
were actually visible to consumers during a time that is relevant to applicant's claim
that it was making substantially ‘exclusive’ use of the lotus flower configuration in
commerce.” Id. at 5.

With respect to the timeliness of the evidence made of record by the Examining
Attorney on remand, he argues that

the remand request and the Board’s order remanding the
case to the examining attorney essentially asked the
examining attorney to assess the Section 2(f)

determination--specifically the examining attorney’s
determination that the mark is highly nondistinctive--in

48 “Non-precedential decisions are not binding on the Board, but may be cited to and
considered for whatever persuasive value they may hold.” In re Fiat Grp. Mktg. & Corp.
Commc’ns S.P.A., 109 USPQ2d 1593, 1596 n.6 (TTAB 2014) (citing In re Procter & Gamble
Co., 105 USPQ2d 1119, 1120-21 (TTAB 2012)). As discussed below, the Dakar case does not
support the Examining Attorney’s position.

- 17-
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light of evidence that previously submitted websites
showing third party lotus flower configurations are no
longer active. Upon reevaluating the degree of
nondistinctiveness, the examining attorney discovered
that, despite the fact that previous websites showing third
party use of the lotus configuration mark are inactive,
several other websites showed third parties offering goods
featuring highly similar lotus flower configurations in
commerce as of December 13, 2021. This evidence 1is
directly relevant to applicant’s arguments that the degree
of nondistinctiveness of the mark, which applicant
challenged on remand by showing the inactive status of
websites previously cited during prosecution. Further, this
evidence is within the scope of the Board’s order that the
case be remanded so the examining attorney may consider
the new evidence proffered by applicant.

Id. at 6.

The Examining Attorney further argues that “all the evidence submitted by the
examining attorney on remand shows third parties using lotus flower acupressure
configurations that are flower-shaped and contain petal-like protrusions encircling
the center in a manner highly similar to applicant’s lotus flower configuration,” id. at
6-7, and that the evidence “supports a conclusion that the lotus flower configuration
1s highly non-distinctive and, as such because the lotus flower configuration is so
highly non-distinctive, the applicant has not met its burden of acquired
distinctiveness under Trademark Section 2(f)” of showing that “the relevant public
understands the primary significance of the mark as identifying the source of a
product or service rather than the product or service itself.” Id. at 7.

We turn first to Applicant’s arguments that the Board should not consider
websites made of record during prosecution that were inactive, or did not show the

referenced products, as of the time of the appeal. In Dakar, the Board overruled the
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Applicant’s objection to webpages made of record during prosecution that the
Applicant claimed for the first time in her appeal brief were no longer in existence.
12 TTABVUE 2-3 (Serial No. 87609180 ). The Board noted, however, that “Applicant
did not submit evidence to support her assertion that the websites are no longer in
existence, nor did Applicant file a request for remand to submit any such evidence.”
Id. The Board held that “without any evidence to the contrary, the Internet printouts
submitted by the Examining Attorney demonstrate that the submitted website pages
were 1n existence at the time they were accessed and contained the information
shown in the printouts.” Id. at 3.

Here, unlike in Dakar, Applicant requested a remand to the Examining Attorney
to consider evidence establishing the inactivity or altered nature, as of the time of the
request, of certain websites made of record by the Examining Attorney during
prosecution. 12 TTABVUE 2-8, 9-31. The Examining Attorney submitted pages from
60 websites during prosecution. Applicant claimed in Exhibit A to its request for
remand that eight links to pages on the website at amazon.com, id. at 9, 15, 16, 24,
25, 26, 27, and 28, one link to a page on the website at cvs.com, id. at 11, and one link
to a page on the website at walmart.com, id. at 21, were inactive, and that eight other
websites or webpages were inactive. Id. at 15, 16 (two pages), 17 (two pages), and 18
(three pages). Applicant claimed that no relevant products were found on four other

active websites. Id. at 13, 15, 17-18, and 21.49

49 Applicant claimed that products were removed from one of the websites after Applicant
sent a cease-and-desist letter to the owner of the website, 12 TTABVUE 21, and that
Applicant also sent a cease-and-desist letter to the owner of another website. Id. at 19.
Neither of the Messrs. Grigorenko testified about Applicant’s enforcement of its claimed
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In In re Canine Caviar Pet Foods, Inc., 126 USPQ2d 1590 (TTAB 2018), the Board
excluded certain “cached” webpages submitted by the examining attorney where the
applicant provided evidence that the referenced sites was no longer active. Id. at
1594-95. The Board held that “although the Examining Attorney’s evidence did
properly include a URL and date, due to Applicant’s objections that certain sites are
not active, we find that such evidence is not probative.” Id. at 1595. Here, as in Canine
Caviar, Applicant provided evidence that certain websites referenced by the
Examining Attorney are no longer active, and we will not consider the third-party
products displayed on those inactive websites. 12 TTABVUE 15 (twixfit.com), 16
(facebook.com page for House of Kalm and earthgears.com), 17 (inspireecoware.com
and sacredweapon.com), and 18 (rubyinsight.com, beanultra.com, and GoRelax).

The inactive links to pages on the websites of Amazon, CVS, and Walmart are
another matter. The Board has noted the “transitory nature of the Internet.” Safer
Inc. v. OMS Invs. Inc. 94 USPQ2d 1031, 1039 (TTAB 2010). Because the websites of
these companies offer thousands of products that change over time, and Applicant
has not shown that the referenced webpages did not exist, or did not display the

products shown on the webpages, when they were accessed and made of record, we

rights or the claimed removal of challenged products from the marketplace. As a result,
Applicant’s assertions regarding enforcement “are unsupported by sworn statements or other
evidence, and ‘[a]ttorney argument is no substitute for evidence.” In re OEP Enters., Inc.,
2019 USPQ2d 309323, at *15 (TTAB 2019) (quoting Cai v. Diamond Hong, Inc., 901 F.3d
1367, 127 USPQ2d 1797, 1799 (Fed. Cir. 2018)).
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will consider these webpages for whatever probative value they may have.50 For
similar reasons, we will also consider the prior webpages from currently active sites
that showed relevant products when the Examining Attorney made them of record,
but showed different products when Applicant later accessed them.

We turn next to Applicant’s objection to consideration of the 48 websites made of
record by the Examining Attorney on remand. As Applicant notes, the TBMP cites
Hughes Furniture for the proposition that on a remand requested by the applicant,
the “examining attorney may only consider the matter for which the application has
been remanded” and “may not use the remand in order to submit evidence in
connection with a refusal or requirement that is not the subject of the remand
request.” TBMP § 1209.04. In Hughes Furniture, which involved a likelihood of
confusion refusal under Section 2(d) of the Trademark Act and a disclaimer refusal,
the applicant filed an appeal brief together with a request to remand to enter the

required disclaimer of the word MOTION in the composite mark shown below:

HUGHES

FURNITURE
MOTION EAZE RECLINERS

The Board granted the request to remand, which “was intended simply to comply
with the disclaimer requirement and did not constitute an attempt to overcome the

Section 2(d) refusal.” Hughes Furniture, 114 USPQ2d at 1135.

50 The pages from amazon.com are particularly relevant because Applicant has also sold its
goods on amazon.com. D. Grigorenko Decl. § 4k (April 23, 2021 Request for Reconsideration
at TSDR 24).
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Following the remand in Hughes Furniture, the “Examining Attorney deemed
Applicant’s proposed disclaimer acceptable and entered the disclaimer in the
application,” but “mistakenly treated Applicant’s request for remand as a request for
reconsideration, and used the occasion to submit additional evidence obtained from
the Internet in further support of the likelihood of confusion refusal.” Id. The Board
held that “it was impermissible for the Examining Attorney, upon receipt of the
request for remand and acceptance of the amendment, to submit evidence in support
of the likelihood of confusion refusal since the refusal was not the subject of
Applicant’s request for remand,” id. at 1136, because “the request for remand was
only for the purpose of the Examining Attorney’s considering the disclaimer offered
by Applicant,” and “therefore the Examining Attorney was limited to accepting or
rejecting this disclaimer, and submitting evidence relating to the disclaimer.” Id. The
Board held that the examining attorney should have requested remand “for the
purpose of submitting additional evidence in support of the likelihood of confusion
refusal.” Id.

The remand request here sought to “make current links to websites previously
cited by the examining attorney of record” to allow the Examining Attorney “to review
current links to websites previously cited in refusals referencing use of various
massage elements by third parties and consider their applicability.” 12 TTABVUE 6.
The Board’s order granting the request stated simply that “Applicant seeks remand
so that the Trademark Examining Attorney may consider the new evidence.” 13

TTABVUE 1.
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The Examining Attorney’s Office Action on remand was captioned “Request for
Reconsideration After Final Office Action Denied.” The Examining Attorney argued
that the “transient nature of the internet makes the fact that webpages may have
changed over a three year period of little probative value,” and “[flurther, the
currently attached internet evidence further shows that lotus flower configurations
remain ubiquitous in the marketplace.”?® The Examining Attorney also stated that
Applicant’s “added evidence does not alter the examining attorney’s determination
that applicant has presented insufficient affirmative evidence to meet its burden of
showing acquired distinctiveness. Therefore, the request for reconsideration is
DENIED.”52

The “fit” here between the purpose of the remand and the Examining Attorney’s
response to it i1s much tighter than it was in Hughes Furniture, in which the
examining attorney used a remand designed to allow her to consider entry of a
disclaimer offered to resolve the disclaimer refusal as a vehicle to augment her
showing in support of the separate likelihood of confusion refusal. Nevertheless, we
find that the Examining Attorney went beyond simply examining Applicant’s
evidence regarding the status of some of the websites that the Examining Attorney

made of record during prosecution by making 48 new website screenshots of record.

51 December 13, 2021 Denial of Request for Reconsideration After Final Office Action at TSDR
1. The Examining Attorney stated in his second brief that the 48 website screenshots show
“that not only were lotus flower configurations highly similar to applicant’s configuration
pervasive online throughout prosecution, but also that such closely similar lotus flower
configurations remained ubiquitous in online commerce well into 2021.” 22 TTABVUE 6.

52 Id.
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We must decide whether to exclude the “new” websites from the record where
Applicant addressed each of them in its supplemental brief and attached evidence
directed to their current status, 20 TTABVUE 5-12, 16-101, and the Examining
Attorney stated in his second brief that he had “no objection to the inclusion of the
evidence added to applicant’s supplemental brief and [saw] no need for another
remand to consider the narrow issue of the degree of nondistinctiveness.” 22
TTABVUE 8-9 n. 6.

We conclude that the websites should be excluded. On remand, it would have been
appropriate for the Examining Attorney to have made of record any purportedly
Inactive webpages that were, in fact, active at the time, but if he wished to make of
record entirely new websites to support the refusals, he should have requested
remand himself, which “would also have to include a showing of ‘good cause’ (i.e., a
satisfactory explanation as to why the evidence was not made of record prior to
appeal), along with the additional evidence sought to be introduced.” Hughes
Furniture, 114 USPQ2d at 1136. Applicant’s “objection is sustained, and the
Examining Attorney’s [new] evidence submitted on [December 13, 2021] is not

considered to be in the record and, accordingly, has been given no consideration.” Id.53

53 Because we have excluded the new webpages made of record by the Examining Attorney
on remand, we have not considered Applicant’s discussion of them in its supplemental brief.
20 TTABVUE 5-12. Applicant acknowledges that four of the webpages were previously made
of record by the Examining Attorney, and we have considered the original versions of those
webpages for whatever probative value they may have.
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III. Analysis of Refusal Based on Nondistinctive Product Design and the
Insufficiency of Applicant’s Evidence of Acquired Distinctiveness

With respect to the goods in Classes 10, 20, and 27 in the application, Applicant’s
self-described “three-dimensional configuration comprising a stylized lotus flower” is
a product design trademark. The record shows, as the Examining Attorney accurately
puts it, that “the lotus configuration appears in a repeating arrangement on
applicant’s goods and each single lotus configuration serves as an acupressure
apparatus which collectively produces a massaging effect when applicant’s goods are
in use.” 11 TTABVUE 9.

Applicant correctly acknowledges that a “mark that consists of product design
trade dress is not registrable on the Principal Register unless the applicant
establishes that the mark has acquired distinctiveness under §2(f).” 9 TTABVUE 6
(citing Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 54 USPQ2d 1065,
1069-70 (2000)). See, e.g., OEP Enters., 2019 USPQ2d 309323, at *16 (“[P]roduct
designs can never be inherently distinctive and will always require evidence of
acquired distinctiveness or secondary meaning to be registrable as marks”) (quoting
Kohler Co. v. Honda Giken Kogyo K. K., 125 USPQ2d 1468, 1503-04 (TTAB 2017)).
Accordingly, on the refusal to register Applicant’s claimed trademark for the goods in
Classes 10, 20, and 27, the sole issue is whether Applicant’s evidence of acquired

distinctiveness under Section 2(f) of the Trademark Act is sufficient to show that
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“consumers perceive the design of Applicant’s [goods] as an indicator of source.”
Larian, 2022 USPQ2d 290, at *51.54

A. Applicable Law Under Section 2(f)5>°

“Distinctiveness is acquired by ‘substantially exclusive and continuous use’ of the
mark in commerce.” Id., at *37 (quoting Stuart Spector Designs, Ltd. v. Fender
Musical Instruments Corp., 94 USPQ2d 1549, 1554 (TTAB 2009)). “[T]he burden of
proving a prima facie case of acquired distinctiveness in an ex parte proceeding rests
with” the applicant. In re Dimarzio, Inc., 2021 USPQ2d 1191, at *8 (TTAB 2021). See
also In re La. Fish Fry Prods., Ltd., 797 F.3d 1335, 116 USPQ2d 1262, 1265 (Fed. Cir.
2015) (citing In re Steelbuilding.com, 415 F.3d 1293, 75 USPQ2d 1420, 1422 (Fed.
Cir. 2005)). Applicant “must show that the primary significance of the product
configuration in the minds of consumers is not the product but the source of that
product in order to establish acquired distinctiveness.” Larian, 2022 USPQ2d 290, at

*37 (citing Stuart Spector Designs, 227 USPQ2d at 1554).

54 In its appeal brief, Applicant argues that the evidence does not show that Applicant’s
claimed trademark “is in fact nondistinctive, common or descriptive.” 9 TTABVUE 7. As
discussed above, because Applicant’s claimed trademark is product design, it is not
inherently distinctive as a matter of law. We interpret Applicant’s argument to be that its
claimed trademark has acquired distinctiveness and thus is no longer “nondistinctive” and
that third-party uses of similar designs do not render Applicant’s claimed trademark
“common or descriptive.”

55 As discussed above, Applicant’s application was filed under Section 66(a) of the Trademark
Act based on Applicant’s International Registration rather than under Section 1(a) of the Act
based on Applicant’s allegation of use of the claimed trademark in commerce. Nevertheless,
Applicant may seek registration of its claimed trademark under Section 2(f) on the ground
that it has acquired distinctiveness through its use in commerce that may be lawfully
regulated by Congress. See generally TRADEMARK MANUAL OF EXAMINING PROCEDURE
(“TMEP”) Section 1212.08 (July 2022) and cases cited therein.
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“It 1s axiomatic that ‘the lesser the degree of inherent distinctiveness, the heavier
the burden to prove that [a mark] has acquired distinctiveness.” Id., at *38 (quoting
In re Udor U.S.A. Inc., 89 USPQ2d 1978, 1986 (TTAB 2009)). “While there is no fixed
rule for the amount of proof necessary to demonstrate acquired distinctiveness, the
burden i1s heavier in this case because it involves product configuration[ ].” Id.
(quoting In re Ennco Display Sys. Inc., 56 USPQ2d 1279, 1283-84 (TTAB 2000)); see
also Yamaha Int'l Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1008
(Fed. Cir. 1988) (evidence required to show acquired distinctiveness is directly
proportional to the degree of nondistinctiveness of the mark at issue).

“We weigh six interrelated factors to determine whether a proposed mark has
acquired secondary meaning:

(1) Association with a particular source by actual
purchasers (typically measured by customer surveys);

(2) Length, degree, and exclusivity of use;

(3) Amount and manner of advertising;

(4) Amount of sales and number of customers;
(5) Intentional copying; and

(6) Unsolicited media coverage of the product embodying
the mark.”

Larian, 2022 USPQ2d 290, at *38 (citing Converse, Inc. v. ITC, 909 F.3d 1110, 128

USPQ2d 1538, 1546 (Fed. Cir. 2018)).5¢ “When the evidence comprises evidence such

5 Trademark Rule 2.41(a), 37 C.F.R. § 2.41(a), provides that an applicant may show acquired
distinctiveness through three types of evidence: (1) ownership of prior Principal Register
registrations of the same mark for the same or similar goods for which registration is sought,
(2) five years substantially exclusive and continuous use of the mark in commerce, and (3)
“[o]ther evidence.” 37 C.F.R. § 2.41(a)(3). “The Converse factors dovetail with Trademark
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as the applicant’s length and manner of use, it is usually expected that such evidence
will be ‘supplemented by evidence of the effectiveness of such use to cause the
purchasing public to identify the mark with the source of the product.” Id., at *39
(quoting In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 227 USPQ 417, 422
(Fed. Cir. 1985)).

B. Analysis of the Converse Factors

A showing of acquired distinctiveness “need not include all of the[ | types of
evidence” reflected in the Converse factors because the determination of acquired
distinctiveness “involves assessing all of the circumstances involving the use of the
mark,” but “in the context of product design marks, it is imperative that the evidence
of acquired distinctiveness ‘relate to the promotion and recognition of the specific
configuration embodied in the applied-for mark and not to the goods in general.”
Larian, 2022 USPQ2d 290, at *39 (quoting In re Change Wind Corp., 123 USPQ2d
1453, 1467 (TTAB 2017) (citations omitted)). See also In re SnoWizard, Inc., 129

USPQ2d 1001, 1005 (TTAB 2018). Applicant does not discuss Converse, but we will

Rule 2.41(a)(3), which provides that ‘[i]n appropriate cases, where the applicant claims that
a mark has become distinctive in commerce of the applicant's goods or services, the applicant
may, in support of registrability, submit with the application, or in response to a request for
evidence or to a refusal to register, verified statements, depositions, or other appropriate
evidence showing duration, extent, and nature of the use in commerce and advertising
expenditures in connection therewith (identifying types of media and attaching typical
advertisements), and verified statements, letters or statements from the trade or public, or
both, or other appropriate evidence of distinctiveness.” Dimarzio, 2021 USPQ2d 1191, at * 7
n.15.
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consider Applicant’s arguments and the record evidence using the Converse
framework.57

In that regard, while Applicant’s appeal brief cites a few specific materials in the
record, 9 TTABVUE 10-13,58 it otherwise asks the Board to search for relevant
evidence in a very extensive and disjointed record: “Instead of repeating all of the
claims and facts listed in the Declaration, Applicant pleads the Board to carefully
review [the] Declaration with over 60 supporting documents.” Id. at 13. This is
unhelpful advocacy. “Judges are not like pigs, hunting for truffles buried in . . . [the
record].” Made in Nature, LLC v. Pharmavite LLC, 2022 USPQ2d 557, at *14 (TTAB
2022) (quoting RxD Media, LLC v. IP Application Dev. LLC, 125 USPQ2d 1801, 1803
(TTAB 2018), affd, 377 F. Supp. 3d 588 (E.D. Va. 2019), affd, 986 F.3d 361, 2021
USPQ2d 81 (4th Cir. 2021)). While we will, of course, review the entire record, it was
incumbent on Applicant and its counsel to point us to all specific materials in the
record that support the claims made in Applicant’s briefs instead of asking us to

“wad][e] through it” to “find something probative.” RxD Media, 125 USPQ2d at 1803.

57 The first Converse factor, the association of the claimed trademark with Applicant by actual
purchasers, is inapplicable on this record because “Applicant does not present a consumer
survey or declarations made by consumers themselves.” Larian, 2022 USPQ2d 290, at *39.
The “record does contain evidence consisting of articles and product reviews, and comments
thereto made by consumers,” and we will “address this evidence below in the discussion of
unsolicited media attention.” Id.

58 As the Examining Attorney notes, however, it is “difficult to discern: (1) which declaration
applicant is citing, and (2) where in the application record the examining attorney and the
Board can locate the cited evidence.” 11 TTABVUE 12.
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1. Length, Degree, and Exclusivity of Use of the Claimed
Trademark

Applicant argues that its declarations provide “an overwhelming amount of
evidence of substantially exclusive use of [its claimed trademark] as a source
identifier in [the] US for over 10 years.” 9 TTABVUE 10. Deniss Grigorenko stated
that Applicant has used its claimed trademark in U.S. commerce “since at least as
early as 2010 in connection with acupressure and massaging devices and related
retail services . . . eleven years before the date on which this claim of distinctiveness
is being made.”? In its Larian decision earlier this year, the Board characterized the
applicant’s use of its claimed trademark since 2013 as “moderately long,” Larian,
2022 USPQ2d 290, at *39, but cautioned that such use “is not necessarily conclusive
or persuasive on the issue of acquired distinctiveness, particularly involving a
product design mark.” Id. See also Change Wind, 123 USPQ2d at 1468 (discussing
cases In which various periods of use have been found to be insufficient to show
acquired distinctiveness).

With respect to its exclusivity of use, Applicant’s appeal brief argues that “nearly
all” of the products shown on the websites made of record by the Examining Attorney
“are substantially different from Applicant’s design.” 9 TTABVUE 8. Applicant’s
briefs display a number of products whose designs are somewhat different from
Applicant’s claimed trademark. Id. at 9; 20 TTABVUE 14. Applicant concludes in its

appeal brief that it is “predominately and substantially exclusively using [its claimed

5 D. Grigorenko Decl. 2 (April 23, 2021 Request for Reconsideration at TSDR 16).
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trademark] as a source identifier and none of the other designs located by the
Examining Attorney are even remotely similar to the unique and highly recognizable
... design” in Applicant’s claimed trademark. 9 TTABVUE 9-10.

In its supplemental brief, Applicant argues that the “fact that over the course of
37 months and 8 refusals, the Examining Attorney managed to locate only several
potentially similar designs on the market, demonstrates that [the claimed
trademark] has been used as a mark by Applicant almost exclusively.” 20 TTABVUE
13. Applicant again displays what it calls “numerous alternative designs,” id., which
1t claims show that “Applicant is predominately and substantially exclusively using
[the claimed trademark] as a source identifier,” and concludes again that “none of the
other designs located by the Examining Attorney are even remotely similar to the
unique and highly recognizable . . . design.” Id. at 14.

The Examining Attorney argues in his appeal brief that numerous websites in the
record show that “massaging apparatus components in the shape of a lotus flower are
routinely used as a design element of acupressure mats, pillows, cushions, and other
goods like those identified by applicant.” 11 TTABVUE 10-12 (listing 39 websites). As
noted above, we have not considered products shown on the websites at twixfit.com,
earthgears.com, inspireecoware.com, sacredweapon.com, rubyinsight.com, and
beanultra.com, on the Facebook page for House of Kalm, and on a page showing a
GoRelax product, but we display below a representative sample of the numerous

products shown on other websites:
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GR Treat Lotus
Acupressure Mat Foot
Massage Mat
Acupressure

$49.99

Color

Black ~
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Quantity

ADD TO CART

60 September 9, 2019 Office Action at TSDR 5-6 (Artree acupressure mat and pillow on

amazon.com).

61 Id. at TSDR 7-8 (Dosha acupressure mat at dosha.com).

62 March 31, 2020 Office Action at TSDR 5 (Master Smart Gear foot massage mat at
manifestedmeditations.com). Text accompanying the product states that it has “been
designed with your back in mind using the lotus flower design” and that the “shape of the
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lotus is ideal for massaging your back and can direct the petals to that tension spot and apply
pressure for that much needed relief.” Id.

63 Id. at TSDR 8 (ZenGuru acupressure mat and pillow set on amazon.com). These products
are described as a “Lotus Spike Mat & Pillow.”

64 Id. at TSDR 13.
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ce, Featured Products, Heafth And Beauty, Popul

Yoga Mat Lotus Spike
Acupressure Set

(47 customer reviews)

In Stock (Ships Out Within 24 Hours)
This Acupressure set will let you relax your mind and
body effectively
Ithas a lot of health benefits like decreasing stress
and improving your blood circulation
« Itcan help you become healthy, happy, and physically
fit
Material: Cotton, ABS, Nylon, Opp Bag
Weight: 670 / Size: 40 x 66cm
Yoga Mat Lotus Spike Acupressure Set Package
Includes:

o 1xYoga Mat

» 1 x Ordinary Spikes Pillow

o 1XxFreeBag

Spikes: HIPS Plastic - Medical Grade

.......
-

S Filling: Co;onut Fiber
Cover: Cotton & Linen Blend

65 October 23, 2020 Final Office Action at TSDR 7 (Icpshop.net).
66 Id. at TSDR 15 (amazon.com).
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PEPPVI’IJ'AENH

HOME / PRODUCTS / BODY CARE
Lotus Flower Acupressure Mat &
Pillow

$39.90 - $79.90

Acupressure mats are one the best ways to relieve pain and reduce
stress. They stimulate the meridian points in your body without
breaking skin. This mat features more than 200 lotus shaped
pressure points. Made from cotton, recycled plastic, coconut husks
and buckwheat hulls, this mat and pillow is good for your body and
the planet.

Offer Mat || Pillow || Mat, Pillow & Bag Set

1o ADD TO CART

'WHY CHOOSE OUR PRODUCTS

@ o= .
SUPPORT ARTISANS NATURAL PRODUCTS FREE SHIPPING
‘WORLDWIDE ABOVE $35

o o @ Tags: Acupressure, Massage, Relaxing

68

67 Id. at TSDR 18 (youtube.com).
68 Id. at TSDR 21 (gardenofalice.com).
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69 May 21, 2021 Denial of Request for Reconsideration at TSDR 6 (yourbeautifulspa.com).
Text accompanying the product states that “[oJur mats feature more than 4,500 high-quality
acupressure points in the beautiful shape of lotus flowers.” Id.

70 Id. at TSDR 11 (amazon.com). Text accompanying the products touts their “Lotus Shape
and Suitable Size.” Id.
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ORTHOPEDIC DESIGN TO RELIEVE PAIN

PEQO©ODS®

BACK SCIATIC HIP LEG KNEE NECK
PAIN PAIN PAIN PAIN PAIN PAIN

72

1 Id. at TSDR 13 (Mayyosuru acupressure mat and pillow set on amazon.com). Text
accompanying the products states that “[oJur mats feature thousands of high-quality
acupressure points in the beautiful shape of lotus flowers.” Id.

2 Id. at TSDR 17 (TimeBeeWell acupressure mat and pillow set on amazon.com). Text
accompanying the products states that they “use HIPS lotus-shaped spikes that stimulate
your skin, muscles, and body to revitalize your energy levels and create a more balanced,
euphoric mood.” Id.
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7 Id. at TSDR 21 (DDPD 2021 Acupressure Mat Lotus Spike Yoga mat on amazon.com).

74 Id. at TSDR 26 (Pomnefe Lotus Spike Acupressure Mat Set on amazon.com).
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We agree with Applicant that some of the products displayed on webpages in the
record embody spike designs that are less similar to Applicant’s lotus design than are
the designs shown above, but the record shows that there have been a substantial
number of mats and pillows embodying lotus designs that are nearly identical in
appearance to Applicant’s design. In the final analysis, to paraphrase the adage about
the perception of beauty, what constitutes a lotus flower design is ultimately in the
eye of the beholder, but the record shows that the beholder has frequently been
steered toward seeing designs as lotus flowers by the descriptions of many of the
competitive products in the record as “lotus” mats and pillows, or as having “lotus”
spikes or spikes in the shape of “lotus flowers,”7> as well as by the display of individual
“flowers.” This suggests that there is a recognized category of acupressure mats and
pillows with lotus spikes, and Applicant’s products look nearly identical to many

other products in that category.”®

75 In addition to the references to lotus flowers shown above, the record includes the use of
the “Lotus Acupuncture” trade name by a seller of acupressure mats and pillows, March 31,
2020 Office Action at TSDR 2, the display of a “lotus Acupressure Mat and Pillow Set”
featuring a “Lotus Shape” and “particular lotus spikes [that] provide ‘deeper’ relief,” October
23, 2020 Final Office Action at TSDR 27, and the display and discussion of an “Acupressure
Mat Pillow Set Lotus Massage Cushion” with “ACU Black Set-White Lotus.” Id. at TSDR 28.

76 Applicant’s declarants state that its claimed three-dimensional mark is based on a two-
dimensional lotus flower design “with 25 petals each” created by Sergejs Jermoshins, a
Latvian artist. First and Second V. Grigorenko Decls. § 4a (March 9, 2020 Response to Office
Action at TSDR 2; September 30, 2020 Response to Office Action at TSDR 40-41); D.
Grigorenko Decl. § 4a (April 23, 2021 Request for Reconsideration at TSDR 16-17). As shown
and discussed below, there are a few mentions on Applicant’s website that Applicant’s lotus
flowers have 25 petals each, but there is nothing in the record to suggest that consumers will
distinguish Applicant’s claimed trademark from other lotus flower designs because
Applicant’s flowers have 25 petals each, and the other lotus flower spikes may have a
different number.
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The third-party uses in the record “defy Applicant’s claim that its use is
‘substantially exclusive’ such that Applicant’s use would support a finding its mark
has acquired distinctiveness.” Larian, 2022 USPQ2d 290, at *40. “While absolute
exclusivity is not required,” id., “the widespread use [and] sale of . . . [lotus] designs
similar to Applicant’s applied-for mark by third parties is inconsistent with
Applicant’s claim of substantially exclusive use of the design and, ultimately, of
acquired distinctiveness.” Id,, at *41. See also Levi Strauss & Co. v. Genesco, Inc., 742
F.2d 1401, 222 USPQ 939, 940-41 (Fed. Cir. 1984) (“When the record shows that
purchasers are confronted with more than one (let alone numerous) independent
users of a term or device, an application for registration under Section 2(f) cannot be
successful, for distinctiveness on which purchasers may rely is lacking under such
circumstances.”). The Converse factor regarding the length, degree, and exclusivity of
Applicant’s use of its claimed trademark does not support a finding of acquired
distinctiveness.

2.  Amount and Manner of Advertising

Applicant’s appeal brief does not discuss Applicant’s advertising per se, but the
two Vladimirs Grigorenko declarations state that “[s]ince 2010, [Applicant] have [sic]
spent over $135,000 actively advertising [the] Lotus Mark in [the] US through Google
AdWords®, Facebook®, YouTube®, Amazon®, Instagram® and other channels,”7?

while the Deniss Grigorenko declaration states that “[s]ince 2010, [Applicant] have

77 First and Second V. Grigorenko Decls. § 4(e) (March 9, 2020 Response to Office Action at
TSDR 3; September 30, 2020 Response to Office Action at TSDR 41).
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[sic] spent over $200,000 actively advertising [the] Lotus Mark in [the] US through
Google AdWords®, Facebook®, YouTube®, Amazon®, Instagram® and other
channels.””® Deniss Grigorenko’s testimony conflicts with Vladimirs Grigorenko’s
earlier testimony unless we assume that Applicant’s advertising expenditures
between March 6, 2020 and April 23, 2021, a period of slightly more than one year,
were nearly half of what Vladimirs Grigorenko testified were expended during the
entire previous period between 2010 and March 6, 2020. But even if we accept Deniss
Grigorenko’s testimony regarding higher total expenditures between 2010 and 2021,
Applicant spent an average of only about $18,000 on advertising annually during that
period. On their face, these figures are miniscule and fall far short of suggesting, by
their magnitude alone, that the advertised goods have acquired distinctiveness. Cf.
In re Hikari Sales USA, Inc., 2019 USPQ2d 111514, at *15-16 (TTAB 2019)
(discussing cases in which various levels of advertising expenditures have been found
to be insufficient to establish that word marks have acquired distinctiveness).
Applicant also provides no information about how these figures compare to the
expenditures of Applicant’s competitors in the United States that might suggest that
Applicant’s expenditures are significant despite their tiny size in absolute terms.
The Board has long held that even compelling “advertising figures do not always
amount to a finding of acquired distinctiveness.” OEP Enters., 2019 USPQ2d 309323,
at *22 (citing Kohler, 125 USPQ2d at 1516). “[T]he more important question is how

the alleged mark is being used, i.e., in what manner have consumers been exposed to

78 D. Grigorenko Decl.  4(e) (April 23, 2021 Request for Reconsideration at TSDR 17).
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the alleged mark so that we can impute consumer association between the
configuration and the product producer.” Id., *22-23 (quoting Kohler, 125 USPQ2d at
1516).

“When advertisements are submitted as evidence of acquired distinctiveness, they
must demonstrate the promotion and recognition of the specific configuration
embodied in the applied-for mark and not of the goods in general.” Id., at *23 (quoting
Kohler, 125 USPQ2d at 1516). “The sort of advertising that can demonstrate that a
trade dress has acquired distinctiveness is commonly referred to as ‘look for’
advertising; that is, advertising that directs the consumer to ‘look for’ the particular
feature(s) claimed as a trademark.” Id. (quoting Kohler, 125 USPQ2d at 1516). We
will “examine Applicant’s advertising to see whether it encourages consumers or the
trade to view the applied-for design as Applicant’s mark.” Id.

Applicant’s declarants testified exclusively about Applicant’s advertising on the
Internet, including on social media. Vladimirs Grigorenko stated that “[n[early 1,5
million US users visited [Applicant’s] websites pranamateco.com and pranamat.com
which prominently displays [sic] [Applicant’s claimed trademark] and primarily
advertises [sic] acupuncture and massaging devices displaying [Applicant’s claimed
trademark] with over US 750,000 sessions and 1,600,000 pageviews by US users.”7
Deniss Grigorenko stated that “[n[early 3,8 million US users (since 28.08.2016)

visited [Applicant’s] websites pranamateco.com and pranamat.com which

7 First and Second V. Grigorenko Decls. q 4(f) (March 9, 2020 Response to Office Action at
TSDR 3; September 30, 2020 Response to Office Action at TSDR 41). The second declaration
specifies that “[m]ore than 1 489 278 US users” visited Applicant’s websites.
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prominently displays [sic] [Applicant’s claimed trademark] and primarily advertises

[sic] acupuncture and massaging devices displaying [Applicant’s claimed trademark]

with over US 5,150,000 sessions and nearly 8,000,000 pageviews by US users.”80
Both declarants attached extracts from Applicant’s websites and social media

pages to their declarations. We reproduce below pertinent portions of several pages:

Get your Pranamat ECO

@

100°% Pranamat
ECO

Payment Options

Worldwide
Shipping
rom werldwide with

30-day returns

30-day no-questions-eshed
hack guarantees on ite

with PayPal,

Skerill, Visa, MasterCard (anc Vie detiv

antee genuine and
ariginal Pranamat ECO prod

Armericar E

80 D. Grigorenko Decl. q 4(f) (April 23, 2021 Request for Reconsideration at TSDR 17). The
testimony of Applicant’s declarants regarding visits and page views again appears to be in
conflict. Vladimirs Grigorenko’s testimony covers the period between 2010 and March 6,
2020, while Deniss Grigorenko’s testimony covers the period from August 28, 2016 to April
23, 2021 and does not address visits and page views from 2010 until August 28, 2016. We will
accept Deniss Grigorenko’s higher figures for purpose of our analysis of this Converse factor.

81 April 23, 2021 Request for Reconsideration at TSDR 40-41 (pranamateco.com, accessed on
March 5, 2020) (highlighting supplied by Applicant). This page, and others in the record,
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Don't miss this exclusive offer
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82

including some shown below, are somewhat blurry and difficult to read, even when enlarged,
and “it was Applicant’s duty to ensure that the evidence it submitted is legible.” In re Sausser
Summers, PC, 2021 USPQ2d 618, at *24 n.59 (TTAB 2021). “[W]e have considered this
evidence to the extent it is legible and we are able to read the entire context of the evidence.”
Alcatraz Media, Inc. v. Chesapeake Marine Tours Inc., 107 USPQ2d 1750, 1758 (TTAB 2013),
affd mem., 565 F. App’x 900 (Fed. Cir. 2014). The highlighted portion of the bullet point on
the page above reads “Mat: 221 lotus-flower massagers with 25 petals each.” There are other
references on the page to the HIPS plastic from which the “Lotus-flower massagers” are
made, and two bullet points stating “Pillow: 95 lotus-flower massagers with 25 petals each”

and “Mini: 95 lotus-flower massagers with 25 petals each.”

82 April 23, 2021 Request for Reconsideration at TSDR 43 (pranamteco.com, accessed on

March 9, 2020).
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83 Id. at TSDR 42 (pranamateco.com, accessed on March 9, 2020).
84 Id. at TSDR 45 (youtube.com, accessed on March 9, 2020).
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85 Id. at TSDR 46 (youtube.com, accessed on March 9, 2020).
86 Id. at TSDR 47 (Instagram, accessed on March 9, 2020).
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87 Id. at TSDR 81.
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88 Id. at TSDR 83.
8 Id. at TSDR 192.
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9 Jd. at TSDR 19 (Instagram).
91 Id. at TSDR 20 (Instagram).
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Deniss Grigorenko also testified that Applicant has used the images shown below

on its website and packaging as a form of advertising:

92

uV\A’\N‘.;.'TYA(MUT\{‘ll Lo

As noted above, “[wlhen advertisements are submitted as evidence of acquired

distinctiveness, they must demonstrate the promotion and recognition of the specific

92 D. Grigorenko Decl. 4 4n (August 23, 2021 Request for Reconsideration at TSDR 25).
93 D. Grigorenko Decl. 4 40 (August 23, 2021 Request for Reconsideration at TSDR 26).
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configuration embodied in the applied-for mark and not of the goods in general,” OEP
Enters., 2019 USPQ2d 309323, at *23 (quoting Kohler, 125 USPQ2d at 1516), and it
“is well established that without any advertising directing consumers to the
identifiable features of Applicant’s [goods], typically consumers are unlikely to notice
that feature of trade dress design, let alone perceive it as being exclusively associated
with a single source.” Larian, 2022 USPQ2d 290, at *44 (citing Kohler, 125 USPQ2d
at 1517 n.97).

While there are a few visual and verbal references in Applicant’s advertising that
highlight or draw attention to Applicant’s lotus flower spikes, most of Applicant’s
advertisements on its website and social media pages “do little more than show the
products, and they do not establish that consumers associate the features of the
applied-for mark with Applicant.” OEP Enters., 2019 USPQ2d 309323, at *25.94¢ Some
of Applicant’s advertisements show an individual lotus flower (as do some of the
advertisements of competitive products shown above), but there is nothing “that
directs [Applicant’s] potential consumer in no uncertain terms to look for a certain

feature to know that it is from that source,” id., at *24 (quoting Kohler, 125 USPQ2d

94 Deniss Grigorenko testified to impressive numbers of visitors and visits to Applicant’s
websites, viewers of videos featuring Applicant’s products on YouTube (which are not
themselves in the record), and subscribers to Applicant’s Instagram pages. D. Grigorenko
Decl. § 4e-h (April 23, 2021 Request for Reconsideration at TSDR 17-21). Those numbers
alone are not circumstantial evidence of acquired distinctiveness, however, because what
matters is what visitors see during their visits to Applicant’s website or social media pages,
or while viewing of videos. As explained above, consumers are not conditioned by this
advertising and promotion to look for the features of Applicant’s claimed trademark as an
indicator of source.
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at 1517), such as the 25 petals in each of Applicant’s lotus flowers.% Most of
Applicant’s advertising “simply includes a picture of the product itself or touts a
feature in a non-source identifying manner.” Id. (quoting Kohler, 125 USPQ2d at
1517). In Applicant’s advertising, the source of the products is identified as
“Pranamat ECO.” “On this record, the absence of advertising directing consumers to
the specific features of the applied-for mark undermines Applicant’s claim of acquired
distinctiveness based upon its advertising.” Id., at *25 (quoting Kohler, 125 USPQ2d
at 1517).

3. Amount of Sales and Numbers of Customers

Vladimirs Grigorenko testified that in the nearly 10-year period between 2010 and
March 6, 2020, Applicant “sold nearly 23,000 units in [the] US [bearing the claimed
trademark] to customers in all fifty states throughout the United States with total
sales reaching over $3,700,000.79 According to his testimony, Applicant’s average
annual sales between 2010 and March 2020 were about 2,300 units generating about
$370,000 in annual revenue. Deniss Grigorenko testified that in the nearly 11-year
period between 2010 and April 23, 2021,97 Applicant “sold over 46,000 units in [the]

US [bearing its claimed trademark] to customers in all fifty states throughout the

9 The references in the “Materials” section of Applicant’s website to the fact that Applicant’s
lotus flowers contain “25 petals each” do not instruct consumers to look for that feature to
identify Applicant’s goods, or that the feature is unique to Applicant. The more plausible
takeaway from those references is that there are a large number of “petals” in Applicant’s
lotus flowers and that the therapeutic benefits of Applicant’s acupressure mats and pillows
will be greater due to that number.

9% First and Second V. Grigorenko Decls. 9§ 4d (March 9, 2020 Response to Office Action at
TSDR 3; September 30, 2020 Response to Office Action at TSDR 41).

97 D. Grigorenko Decl. 2 (April 23, 2021 Request for Reconsideration at TSDR 16).
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United States with total sales reaching over $7,3 million.”®® According to his
testimony, Applicant’s average annual sales between 2010 and April 2021 were about
4,200 units generating about $660,000 in annual revenues.

Deniss Grigorenko’s testimony again conflicts with Vladimirs Grigorenko’s earlier
testimony unless we assume that Applicant’s sales between March 6, 2020 and April
23, 2021 were about double the total sales during the entire period between 2010 and
March 6, 2020. But even if we again accept Deniss Grigorenko’s more favorable
testimony of higher unit sales and revenues since 2010, “[o]n its face, this does not
seem to be a significant number of [goods] sold each year,” In re Gibson Guitar Corp.,
61 USPQ2d 1948, 1952 (TTAB 2001), or in the aggregate, or a significant amount of
annual or aggregate revenue resulting from the sales.

As shown and discussed above, there have been numerous brands of acupressure
mats and pillows containing self-described “lotus flowers,” or other types of “spikes”
or pressure points, that have been sold in the United States.%9 While Applicant
provides relevant sales information, it “does not provide any evidence regarding the

number of its actual customers . . . or overall market context,” Larian, 2022 USPQ2d

98 D. Grigorenko Decl. 9 4d (April 23, 2021 Request for Reconsideration at TSDR 17).

99 September 9, 2019 Office Action at TSDR 2-3 (ProSource), 5-6 (Artree), 7-8 (Dosha Mat),
10 (Kendal and DG Sports), 11-12 (Gaiam), 13 (Kenko); March 31, 2020 Office Action at TSDR
2 (Lotus Acupuncture), 5 (Master Smart Gear), 6 (Spoonk), 7, 9 (Nayoya), 8 (ZenGuru), 10
(VitaliZen), 12 (Bed of Nails), 13 (White Lotus); October 23, 2020 Final Office Action at TSDR
5 (Body Quiet Floor Pillow), 9 (Beauty), 10 (Zensation), 11 (Prickly Lotus), 15 (Ajnamat), 18-
19 (Peppy Elements), 21 (Garden of Alice), 23 (Mylotusmat), 27 (Luckybudmall), 28 (Enjife);
May 21, 2021 Denial of Request for Reconsideration at TSDR 9-10 (Medic Therapeutics), 11
(Kowth), 12 (Dr. Relief), 13 (Mayyosuru), 14 (Mchuxin), 15, 27-28 (Kanjo), 16 (XiaoKa), 17
(TimeBeeWell), 18 (Yakario), 20 (Benooa), 21 (DDPD), 22 (Todaytop), 25-26 (Pomnefe), 30
(Winnereco).
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290, at *45, or break down its sales in terms of the multiple goods identified in Classes
10, 20, and 27 in its application.10 As a result, “[w]e cannot accurately gauge
Applicant’s level of success without additional evidence as to Applicant’s market
share or how [its products] rank[ ] in terms of sales in the trade.” Id. As the Board
explained in Larian, “[o]ur precedents have long alerted practitioners to the fact that
the absence of evidence of competitive contextual information may limit the probative
value that we might otherwise accord advertising and sales numbers in the acquired
distinctiveness inquiry,” id., and that is the case here. In the absence of such
“competitive contextual information,” we find that Applicant’s evidence on this
Converse factor does not support a finding that Applicant’s claimed trademark has
acquired distinctiveness.

4. Intentional Copying

In its appeal brief, Applicant claims that it “notified owners of . . . several
infringing products or e-commerce platforms on which the products are sold about
the infringement and actively pursuing [sic] removal of such infringing materials
from the market,” and that the “Examining Attorney’s evidence suggests that market
participants almost always use numerous alternative designs . . . and almost never
try to replicate Applicant’s mark . . ..” 9 TTABVUE 9. In its supplemental brief,
Applicant similarly claims that the “fact that [the] majority of such infringers

promptly remove infringing products demonstrates that Applicant effectively

100 Applicant’s declarants simply aver that Applicant has sold “acupuncture and massaging
devices and related retail services.” First and Second V. Grigorenko Decls. § 4b (March 9,
2020 Response to Office Action at TSDR 3; September 30, 2020 Response to Office Action at
TSDR 41); D. Grigorenko Decl. § 4b (April 23, 2021 Request for Reconsideration at TSDR 17).
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exercises its intellectual property rights in [its claimed trademark] and [its claimed
trademark] is recognized as a source-identifier associated with Applicant by third
parties.” 20 TTABVUE 13. Applicant again argues that the “Examining Attorney’s
evidence suggests that market participants almost always use numerous alternative
designs,” and that “many others, almost never try to replicate Applicant’s Mark . . .
and even if some of them do they promptly remove infringing materials from the
market.” Id. at 14.

As noted above, there is no testimony or other evidence to support Applicant’s
arguments regarding its enforcement efforts. Cf. Larian, 2022 USPQ2d 290, at *49
(“Applicant’s indefinite testimony of its enforcement efforts - together with the record
evidence of third-party use - further undercuts Applicant’s assertion of substantially
exclusive use. In view thereof, we find that Applicant has failed to demonstrate the
‘substantially exclusive’ use of the purported mark required by the statute.”). This
Converse factor does not support a finding that Applicant’s claimed trademark has
acquired distinctiveness.

5. Unsolicited Media Coverage of Goods Embodying the
Claimed Trademark

In Larian, the Board considered unsolicited media coverage of the applicant’s
products not just in traditional media such as newspapers and magazines but in
social media as well. Larian, 2022 USPQ2d 290, at *49-51. Here, Applicant offers one

newspaper article and a number of comments in social media.
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Deniss Grigorenko testified that Applicant’s claimed trademark “has been

featured in multiple popular publications, for example, New York Post and others.”101

He did not identify any of the “others,”

and he attached to his declaration a single

May 2018 New York Post article, which he stated “features [Applicant’s claimed

trademark] as a source 1dentifier of PRANAMAT products and prominently displays”

the claimed trademark.192 We reproduce the article below:
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to give the mat a go. I snagged one in a
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101 P, Grigorenko Decl. q 41 (April 23, 2021 Request for Reconsideration at TSDR 24).

102 g,

103 D. Grigorenko Decl. q 41 (April 23, 2021 Request for Reconsideration at TSDR 31, 89-92).
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The article stated in pertinent part that Applicant’s acupressure mat and pillow
had “tiny rubber spikes so hard and pointy, you could easily hammer them into
drywall,” and stated that the spikes were “the defining feature of the Pranamat Eco
($160), an acupuncture mat that’s been quietly taking over Instagram in recent
months.”1%4 The rest of the article described the author’s somewhat negative and
painful experience trying the product.

We do not view this article as “featur[ing] [Applicant’s claimed trademark] as a
source identifier of PRANAMAT products,” or as “prominently display[ing] [the
claimed trademark],”105 as Applicant’s declarant claimed. Like most of Applicant’s
advertising, the article displayed Applicant’s products in use, and it also provided a
close-up of what the article described as the “hard, spiky Pranamat.” The only
mention of a “lotus” design was with respect to yogis, whose “perfect legs, butts and
backs” are all “imprinted with rashy-looking marks from [the mat’s] plastic ‘lotuses.”
The article stated that the “trendy mat is popular on Instagram,” but there is no
reference to the “plastic lotus” as an identifier of the mat’s source. This one article
regarding Applicant’s product, over an 11-year period of sales in the United States,
does not support a finding of acquired distinctiveness. Cf. Larian, 2022 USPQ2d 290,
at *50 (noting that articles featuring the applicant’s bag had “appeared in InStyle,

People Magazine, The New York Times, US Weekly, Fashion Bomb Magazine,

104 D, Grigorenko Decl. q 41 (April 23, 2021 Request for Reconsideration at TSDR 31, 89-92).
105 D. Grigorenko Decl. q 41 (April 23, 2021 Request for Reconsideration at TSDR 24).
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Fashionista, and Glamour,” as well as STAR magazine, reflecting “much favorable
press”).

There are multiple mentions of Applicant’s product on third-party social media
pages. Deniss Grigorenko identified 17 such mentions,196 which he claimed “alone
demonstrate[d] that [Applicant’s claimed trademark] is actively and routinely
advertised to nearly 3 million people in [the] US,”107 and Applicant cited four of them
in its appeal brief. 9 TTABVUE 10-11. Deniss Grigorenko also testified about
comments about Applicant’s products by three bloggers, including the American
actress, model, and TV host Jenny McCarthy.108

Deniss Grigorenko’s declaration contained what appear to be links to
instagram.com with respect to the comments of the 17 “popular US bloggers and
online influencers,”109 what appear to be links to the websites at jennymccarthy.com,
hazeleyesmom.com, and addressmagazine.com, and what appears to be a screenshot
with a user’s comments on Applicant’s Facebook page,1© but neither he nor
Applicant’s appeal brief provided record citations for these materials.111

Turning first to the three bloggers, we could not locate any pages from the

websites at jennymeccarthy.com and hazeleyesmom.com in the 438 pages attached to

106 D, Grigorenko Decl. § 41 (April 23, 2021 Request for Reconsideration at TSDR 22-23).
107 D, Grigorenko Decl. q 41 (April 23, 2021 Request for Reconsideration at TSDR 23).

108 D, Grigorenko Decl. § 4t (April 23, 2021 Request for Reconsideration at TSDR 29-30). Ms.
McCarthy’s alleged blog comments are not discussed by Applicant in its appeal brief.

109 D. Grigorenko Decl. q 41 (April 23, 2021 Request for Reconsideration at TSDR 22-23).
110 D. Grigorenko Decl. q 4j (April 23, 2021 Request for Reconsideration at TSDR 23-24).
111 As noted above, Applicant’s appeal brief does not discuss the bloggers.
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Deniss Grigorenko’s declaration.!!2 “[T]he Board does not consider websites for which
only links are provided,” Hikari Sales USA, 2019 USPQ2d 111514, at *5 n.13 (citing
In re Olin Corp., 124 USPQ2d 1327, 1332 n.15 (TTAB 2017)), and we will not consider
the comments that Deniss Grigorenko attributes to Ms. McCarthy or the “Hazel Eyes
Mom” on their websites.

Pages from the 2017 website at addressmagazine.com are in the record.113 They
show Applicant’s mat and pillow, and discuss the blogger’s satisfaction with the
products and the way in which they work. In the middle of a paragraph on the second
page of the blog, the blogger states that the “mat’s signature lotus pattern
individually massages each of the body’s meridian points when one lies against the
mat.”114 The blogger also mentions the mat’s “superior quality, elegant design and
beautiful materials,”115 and notes that “[t]he lotus-shaped flower massagers are made
from surgical-grade HIPS plastic that is hyperallergic and EU-approved,” that the
product “works on the premise that the tiny lotus spikes stimulate active nerve
centres and intensify the local blood flow and lymph circulation,”’16 and that there

“are in total 221 elegant lotus flowers, each with 25 sharp, non-toxic petals, for an

112 V]adimirs Grigorenko also testified about the same three bloggers and provided the same
three links, Second V. Grigorenko Decl. § 4t (September 30, 2019 Response to Office Action
at TSDR 49-50), but no webpages from the websites of the bloggers were attached to his
declaration.

113 April 23, 2021 Request for Reconsideration at TSDR 434-37.
114 Jd. at TSDR 435.

115 [d.

116 Id.
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aggregate of 5,525 petals.”!l17 The blog’s single buried reference to “the mat’s
signature lotus pattern” has limited probative value of acquired distinctiveness. Cf.
Larian, 2022 USPQ2d 290, at *50 (multiple “favorable reviews and feature stories in
media where, for example, the Ark bag is referred to as ‘signature’, ‘iconic’, ‘viral’, [or]
‘famous’,” weighed in Applicant’s favor on the issue of acquired distinctiveness).

With respect to comments in social media, including by influencers, Deniss
Grigorenko listed 17 commentators,!18 and we were able to locate comments by all of
them in the record.!!? There are several issues with the comments.

First, three of the bloggers, Dr. Bradley Shaeffer, Kathy Wakile, and Marissa Kai
Miluk, acknowledge that they have a “[p]aid partnership with pranamat.”120 At the
very least, such a relationship with Applicant suggests that their comments were

neither unsolicited nor objective.

117 [d. at TSDR 436. The reference to EU approval of the product, another mention in the blog
that the mat is made in Europe with European-certified materials, and the spelling of the
word “centres” in British English, suggest that the blogger is in the United Kingdom, not the
United States. If that is the case, the blogger’s comments do not reflect the views of a United
States consumer, and, in any event, we do not know whether and to what extent the blog was
read by United States consumers.

18 P, Grigorenko Decl. 9 41 (April 23, 2021 Request for Reconsideration at TSDR 22-23). His
declaration quoted the alleged comments of only three of the 17 persons.

119 April 23, 2021 Request for Reconsideration at TSDR 32 (Caley Alyssa), 65-66, 152 (Kathy
Wakile), 69-70, 149 (Dr. Bradley Schaeffer), 125 (Kristina Carrillo-Bucaram), 128 (“Hungry
Runner Girl”), 131 (“Court, Zach & Madi”), 134 (Meg Kilcup), 137 (Sam Previte), 140
(Brittney Nolte), 143 (Kat Napolitano), 146 (Marissa Kai Miluk), 155 (“Helen & Lisa”), 158
(Abbey Bates), 161 (“Maria | Holistic Nutritionist,” who appears to be Maria Marlowe), 164
(Kayla Nielsen), 168 (“JESSI | Food Freedom Coach”), and 171 (Micheline Maalouf).

120 Id. at TSDR 146, 149, 152. The record contains another instance in which a commentator
has partnered with Applicant in the form of a “partnered post” at the website at
myboysandtheirtoys.com. Id. at TSDR 119.
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Second, while Deniss Grigorenko purports to identify the number of followers that
each blogger has,121 he does not explain the basis for his claims and all but one of the
Instagram pages in the record do not list the number of followers.122 We thus cannot
determine how widely the bloggers’ comments were exposed.123

Third, in two instances, the Instagram pages in the record do not contain the
statements that Deniss Grigorenko attributes to the commentators,?4 and a third
page does not show or mention Applicant’s products.125

Fourth, and most importantly, none of the commentators characterizes or
describes Applicant’s product, much less Applicant’s claimed trademark, as a
“signature’, ‘iconic’, ‘viral’, [or] ‘famous™ product or feature. Larian, 2022 USPQ2d

290, at *50. Only three of them show Applicant’s products, and all of them focus on

121 P, Grigorenko Decl. § 41 (April 23, 2021 Request for Reconsideration at TSDR 22-23).

122 The exception is the Instagram page of Kathy Wakile. Deniss Grigorenko claims that she
has “440,000 followers,” D. Grigorenko Decl. q 4i (April 23, 2021 Request for Reconsideration
at TSDR 22), but her page states that she has 419,000 followers. April 23, 2021 Request for
Reconsideration at TSDR 152. “[T]hird-party posts and comments thereto, for example, on
the Internet, are relevant to consumer perception of the applied-for mark, apart from the
underlying truth of the contents of such posts and comments,” Larian, 2022 USPQ2d 290, at
*23, but we are not required to consider the number of followers listed on Ms. Wakile’s page
for the truth of that assertion. Cf. WeaponX Performance Prods. Ltd. v. Weapon X
Motorsports, Inc., 126 USPQ2d 1034, 1040 (TTAB 2018) (“Opposer’s Internet evidence is only
probative for what it shows on its face and not the truth of what has been printed.”).

123 The page of one of the bloggers, Abbey Bates, states that she lives in Canada. As a result,
her own comments do not reflect the view of a United States consumer, and it is not clear
whether and to what extent her blog was read by United States consumers.

124 April 23, 2021 Request for Reconsideration at TSDR 125 (Instagram page of Kristina
Carrillo-Bucaram); id. at TSDR 168 (Instagram page of “Jesse”). The Instagram page of
Micheline Maalouf contains most of the statement attributed to her, “[t]he prickly little
flowers on the set help get my mind to focus,” id. at 171, but the rest of this statement is cut
off and what is visible appears to be directed to the functioning of the product, not the ability
of consumers to recognize its source because of the “prickly little flowers.”

125 Id. at TSDR 137 (Instagram page of Sam Previte).
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the products’ therapeutic benefits and efficacy, not their unique and source-
1dentifying appearance. Representative comments include statements such as “[t]his
@pranamat massage set is a game changer for self care” and a “total life-saver for
migraines, muscle tension, combatting fatigue, and so much more;”126 “[t]he benefits
of this massage set are never ending” and “all I need to destress after a busy day!;’127
“[flor those of you with lower-back sensitivities like me, this acupressure mat is a
miracle worker;’128 “I saw the @pranamat for the first time a few months ago, and
wondered how in the world it could help with recovery and then I tried it and yeah,
1t definitively helps;”129 “this massage set is a major game changer!;”130 and “[t]his
massage set[ | has done wonders for our family and our time with it has just begun;”131
as well as statements that a blogger saw a friend “siting on a set covered in little
spikey lotus flowers” and bought a set, which is “incredibly well made;”132 and that
having Applicant’s mat is like “being able to have a massage anytime of the day if my
back hurts or I can’t sleep.”’33 These comments collectively suggest that Applicant’s

mats and pillows are very highly regarded and even loved by many consumers, but

126 Id. at TSDR 152.
127 Id. at TSDR 149.
128 Id. at TSDR 125.

129 Id. at TSDR 128. A portion of the page that is cut off begins “each of the little points on
theset....

130 Id. at TSDR 134.
131 Id. at TSDR 140.
132 Id. at TSDR 155.
133 Id. at TSDR 158.
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they do not establish that Applicant’s claimed trademark has acquired
distinctiveness.

Other portions of the record not cited by Applicant are modestly more helpful to
1ts case, although most of this evidence similarly focuses primarily on the therapeutic
benefits of Applicant’s products, not their unique appearance. A review of the
products on the website at tovaleigh.com included Ms. Leigh’s statements that she is

bAN13

a big fan of Applicant’s massage sets,!34 that the products’ “spikey lotus flowers are
the best,”135 and that Applicant’s products are preferable to cheaper products because
of the high quality of Applicant’s products.!36 A reviewer of one of Applicant’s products
on YouTube stated that the Pranamat pillow “comes with and as you can see it’s got
these really like beautiful little flower shapes.”137 A reviewer in a second YouTube
review touted the fact that the products’ “Spiky Lotus Points Provide Deep Intense
Massage.”138

The “Migraine Diva,” a blogger who operates a website at themigrainediva.com,
reviewed Applicant’s products in 2017, and discussed their high quality and efficacy.
In the middle of the review, she made two references to Applicant’s claimed

trademark in her statements that the “Pranamat ECO is different from any other

yoga or exercise mat’ because “[iJt features dozens of lotus-shaped massage

134 Id. at TSDR 430.
135 Id. at TSDR 431.
136 Jd. at TSDR 431-32.
137 Id. at TSDR 458.
138 Id. at TSDR 462.
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stimulators which applies [sic] gentle pressure to problem areas to relieve minor
aches, pains and tension throughout the body” and that the “lotus-shaped massage
stimulators provides [sic] the exact amount of pressure to the occipital and upper
shoulder areas” during migraine headaches.139 The review refers to a link through
which viewers can purchase the products.

The record also contains a Facebook entry that Applicant refers to in its appeal

brief. 9 TTABVUE 11. We reproduce it below:

PN Ma Nu §3 recommends Pranamat ECO. -
T January 26 -l

I've been using it for two and a half years, everyday! Amazing,
relaxing, relieves muscle pain and helps circulation. | recommend it
to everyone .

Il  See original - Rate this translation

140

Like some of the other materials and comments discussed above, the Facebook page
shows a close-up of Applicant’s product, with a focus on the lotus flower designs, but

the text of the entry recommends the products based on their efficacy.

139 Id. at TSDR 449-50.
140 Id. at TSDR 96.
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Finally, Applicant refers in its appeal brief to what it describes as use of its
product feature “as a source identifier of our products in multiple publications,” citing

“Paragraph P of the Declaration.” 9 TTABVUE 11. We reproduce below what is

displayed in paragraph p of the Deniss Grigorenko declaration:

anct others

Source: https:/www.instagram.com/p/CFh1wlHIOTJ/

. pranamat @ - Follow

‘ pranamat @ That's a fiune cup of
Pranamat?! @ You will love the feel of
Pranamat ECO in the moming-
invigorating. uplifting. it's better than
a cup of the dark stuff. & Users
report that 15 minutes on the
Pranamat at the start of their day
ves them a surge of energy similar
shower. It’s 3 steady, non
energy drawn from your own
body. And if you simply must have
your morning coffee. try
supercharging by combining it with
Pranamat ECO @. Which do
4 YOU4p usually do, use your
Pranamat in the morning or evening
{or both)? #morningswithpranamat
#morningritual ®damnfinecupofcofiee

Qv W

Liked by palomamanuell and others

®)

Source: https://www.instagram.com/p/BKiUsxOgFAv/ 141

141 Id. at TSDR 27.
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@ oo roen

. pranamat © Ncs eanag
VrRDec1ed preaert tweet tea.

iy with Pranamat. Mope pour day
on) Pladtantly 100 pranamatio e
CRENMAt PRIANEMIECD Sigtas
Srplaaton Saniirem Sevenirg

Qv W

Likad Dy laramiccoll  and othen

®

. pranamat @ ¢ Tolow e
. pranamat © Pranamat irepoes

Massaga weh Pranamat (00 helps
you 10 BSCOver N hOrgont
timulates eneQy anatens the power
You wel be pleasanty surpraed at
wWhat potental § hedden i you

Sma11a0e Spotentiyl Senergy Flotul

. amy_anthea §ust faid

. MUMAr UL ANCO Now L3 |

Uil up the taieance’

oQv W

Likee by lawramiccol and others

@

Source: https://www.instagram.com/p/BEEG6w-PGRC/

142

142 Id. at TSDR 28.
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These pages are from Instagram, which we do not consider to be one of the
“multiple publications” in which Applicant claims that its products have been
featured, id., but even assuming that the pictures have appeared in publications, they
have, at most, modest probative value in proving acquired distinctiveness.

The upper picture on the first page above shows individual lotus petals on fabric
to 1llustrate how they might appear on what the page describes as “[o]ur next limited
edition color.” There is nothing in the accompanying text urging consumers to “look
for” the petals as non-verbal source identifiers of products from Pranamat ECO. The
use of the petals on the cup of coffee in the lower picture on the first page above does
draw attention to that feature of Applicant’s products in a context divorced from the
products themselves, but the accompanying text again focuses primarily on the
efficacy of the product, equating the benefits of its use to drinking a cup of morning
coffee. The second page above simply shows Applicant’s claimed trademark and touts
the efficacy of the product.

On this record, Applicant’s evidence of unsolicited coverage of its claimed
trademark in the traditional media and in social media is considerably weaker than
the comparable evidence in Larian, in which the Board concluded that this Conuverse
factor “weigh[ed] in applicant’s favor.” Larian, 2022 USPQ2d 290, at *51. Here, there
1s only one buried mention of Applicant’s lotus design as the “signature” of its
products, and no references to the claimed trademark as the means by which to
1dentify Applicant’s products and distinguish those products from the products of

Applicant’s competitors. To the extent that this factor supports Applicant at all,
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Applicant’s “evidence alone does not equate to a finding of acquired distinctiveness
and is insufficient to overcome the evidence of record in connection with the other
factors, which on balance weigh against Applicant.” Id.

6. Conclusion

“Overall, this record does not support a finding that consumers perceive the design
of Applicant’s [goods] as an indicator of source.” Id. Based on a consideration of all
the evidence properly in the record, we find that Applicant has fallen far short of
showing that its “design embodying the proposed mark has acquired distinctiveness
within the meaning of Section 2(f) of the Trademark Act.” Id.

IV. Analysis of Whether Applicant’s Claimed Service Mark Functions as
a Mark for its Class 35 Services!43

A product configuration is registrable as a service mark only if it is used in a
manner that it is perceived as a mark. See, e.g., In re Keep A Breast Found., 123
USPQ2d 1869, 1880 (TTAB 2017). Applicant argues in its appeal brief that the
“Examining Attorney refused registration in class 35 arguing that [Applicant’s
claimed service mark] does not function as a service mark because it appears to be a
product design for the goods featured in connection with applicant’s retail store
services.” 9 TTABVUE 14. Applicant claims that it has “provided multiple examples

of how [Applicant’s claimed service mark] is used as a source identifier for retail store

143 As discussed above, this application was not filed under Section 1(a) based on a claim of
use of the claimed trademark and service mark in commerce, but the record contains evidence
of such use, and we may consider it in deciding the failure-to-function refusal. Cf. In re AC
Webconnecting Holding B.V., 2020 USPQ2d 11048, at *7 (TTAB 2020) (in deciding a failure-
to-function refusal in a Section 44 application, the Board looked to evidence of record that
“establishe[d] ways the applied-for designations are used by Applicant and would, if used in
the U.S., be perceived by consumers.”).
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services, including but not limited to Applicant’s Instagram® (phone version, so no
URL link is available) store as shown below.” Id. at 15. We reproduce below the

Instagram pages displayed in Applicant’s appeal brief:

4:04 9 =
< Search 8 s
pranamat @ aue
1,034 195K 195
Posts Followers Following

Pranamat ECO

12 Years together %2
Birthday offers are ON
30% OFF all Sets @
Buy now... more
pranamateco.com/eshop

View Shop

m Message Contact ~

@000

REVIEWS TRIAL PERL... MATERIALS WARRANTY

tH ® 21

144

144 April 23, 2021 Request for Reconsideration at TSDR 20. This page appears to show
Applicant’s three-dimensional design in the position of a profile picture.
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4:02 9 -

< Search

< . pranamat @

0’)
’l

i
I

Q Search this shop

Mat + Pillow
$171.50 $245

More from this shop See All

Pranamat ECO Set N Pranamat ECO Set m
Mat + Pillow Mat + Pillow
$171.50 $245 $171.50 $245

. X —— _a

145

Id. at 15-16.

145 Id. at TSDR 21. The profile picture on this page is smaller and less sharp in resolution
than its counterpart on the preceding page, but we will assume for purposes of our analysis
that the profile picture on this page also shows a three-dimensional design.
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Applicant cites TMEP Section 1301.04(1) “as a guideline of examples of acceptable
Service-Mark specimens.” Id. at 17. Comparing its use of its claimed service mark to

examples of service mark use in that section, one of which is displayed below,

WI-Fi Internet Radio

Corded Phones Tune it over 11,000 stations »
dccoeiios . IRIMEIR 1 (00 %0 mere
toeen [l Uw D0 Gasey Soaby | Seivct One -l

21

- o Sueam irtemet 12 tadina
o Sheam It Bt wored PC o M
- 1 e

<«—— Services

Applicant argues that

the placement of Applicant’s mark in the upper left corner
of the online store and explicitly referencing services
(“search this shop” or “view shop”) immediately below the
mark clearly shows that [Applicant’s claimed service mark]
is effectively functioning as a mark for retail services
because it creates a strong and direct association between
[Applicant’s claimed service mark] and retail services.

Id. at 18.

The Examining Attorney responds that “Applicant’s three-dimensional
configuration mark fails to function as a service mark for [the] Class 35 retail services
because it merely depicts the design of the products sold in connection with those
retail store services.” 11 TTABVUE 15. He notes that

[i]n its brief, applicant contests that it is actually using the
mark in commerce as a source indicator for retail store

services by using a two-dimensional picture of a lotus
flower acupressure spike as its profile picture on
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Instagram, where the goods can be purchased at retail. . . .
However, the mark in the drawing, as described by
applicant’s mark description, is a three-dimensional
configuration mark, so the evidence that applicant is
purportedly using a two-dimensional image in connection
with its retail store services is not probative toward
showing that the three-dimensional configuration mark in
the drawing functions as a service mark for applicant’s
class 35 services. Rather, the three-dimensional mark in
the drawing does not function as a service mark because it
appears to be a product design for the goods featured in
connection with applicant’s retail store services.
Consumers will likely view the mark solely as a product
design and not as an identifier of source for the retail
services 1dentified—especially since the lotus flower
massager configuration is listed under the heading
“Materials” in the product description of the retail listing
on applicant’s website. . . . Accordingly, as the mark
consists of “materials” used in a repeating fashion as a
component or feature of applicant’s goods sold in
applicant’s retail stores, the mark cannot function as an
indicator of source for the retail stores. Consumers will
view the lotus configuration as a portion of applicant’s
product design rather than a source indicator for the Class
35 services.

Id. at 15-16 (citations omitted). The Examining Attorney points to pages on
Applicant’s websites shown above, and other Instagram pages in the record, in
support of the failure-to-function refusal. Id. at 16.146
Applicant’s arguments are directed to a refusal that was not asserted by the
Examining Attorney. The Examining Attorney did not refuse registration with
respect to the Class 35 “retail store services and online retail store services featuring
. acupressure mats, acupressure pillows” and other goods because Applicant’s

evidence of use did not “show an association between the mark and the services.” See

146 September 30, 2020 Response to Office Action at TSDR 54-64.
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Keep A Breast Found., 123 USPQ2d at 1876 (citing TMEP Section 1301.04(f)).
Instead, the Examining Attorney refused registration because “Applicant’s proposed
mark fails to function as a service mark,” id. at 1880, on the materials in the record
that involve Applicant’s rendition of the identified “online retail store services.” As
discussed in Keep A Breast Found., these are distinct refusals. Id. at 1876-82.

In Keep A Breast Found., the Board found that a proposed mark described as a

“three-dimensional cylindrical cast of female breasts and torso” and shown below

failed to function as a service mark for “Association services, namely, promoting the
Interests of communities and organizations in the field of breast cancer prevention
and awareness, and of providers of educational services in the field of the causes of
breast cancer; promoting public awareness of breast cancer prevention” in Class 35,
“Charitable fundraising services” in Class 36, and “Educational services, namely,
conducting seminars, art exhibitions, and workshops in the field of breast cancer
awareness, causes, research and treatment; and entertainment services, namely, live
musical performances to promote breast cancer awareness, causes, research and
treatment” in Class 41. The Board held that “the central question in determining

whether Applicant’s proposed mark functions as a service mark is the commercial
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1mpression it makes on the relevant public (e.g., whether the term sought to be
registered would be perceived as a mark identifying the source of the services).” Id.
at 1879. See also In re The Ride, LLC, 2020 USPQ2d 39644, at *5-6 (TTAB 2020).
As noted above, although Applicant’s Section 66(a) application does not rely on
use of the claimed mark in commerce, we may look to the record evidence of such use
“bearing on consumer perception, including the manner in which Applicant uses its
proposed mark[ ].” AC Webconnecting, 2020 USPQ2d 11048, at *7. Here, the claimed
service mark appears on social media pages through which Applicant appears to
provide online retail store services “featuring . . . acupressure mats, acupressure
pillows” and other goods. Consumers viewing Applicant’s use of its claimed service
mark on these pages, on which goods embodying the design are shown, are more likely
to view the claimed service mark as a close-up depiction of a feature of the goods than
as an identifier of the source of the services of selling them. As show above in multiple
examples, and as shown again immediately below in two of them, Applicant and other
sellers of acupressure mats and pillows embodying lotus flower spikes and similar

designs routinely provide close-ups of those product features in various forms:

147

147 D. Grigorenko Decl. q 4n (August 23, 2021 Request for Reconsideration at TSDR 25).
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148

There is nothing in the record to suggest that when Applicant’s claimed service mark
appears on Instagram pages and other materials, which show goods embodying the
same lotus flower design that we have found above does not identify Applicant as the
source of the goods, the design would “be perceived as a mark identifying the source
of the services” of selling those goods. Keep A Breast Found., 123 USPQ2d at 1879.
On this record, we find that Applicant’s claimed service mark fails to function as such.

Decision: The refusals to register Applicant’s claimed trademark in Classes 10,

20, and 27 and Applicant’s claimed service mark in Class 35 are affirmed.

148 May 21, 2021 Denial of Request for Reconsideration at TSDR 11 (amazon.com). As noted
above, Applicant purports to have enforced its claimed rights against others, and if it
obtained a registration of its claimed service mark for selling acupressure mats, pillows, and
other goods, third-party sellers of such goods who use close-up photographs or illustrations
showing lotus flower designs would potentially be exposed to claims for service mark
infringement.
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